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Of the above, claims 



. are pending In the application. 



. are withdrawn from consideration. 



2. □ Claims. 

*. □ Ctatms- 

4. p^Ctolms- 

8. □ Claims, 

l □ Claims. 



. are allowed. 



/- r , — //- i7. -m- xr^ 



- are objected to. 



■ are subject to restriction or election requirement. 

7. □ This application has been RJed wtth Informal drawings under 37 C.F.R. 1.65 which are acceptable for examination purposes. 
*■ D Formal drawings are required tn respcftse to this OfTtoe action. 
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are U acceptable. U not acceptable (see explanation or Notice re Patent Drawing. PTO-948). 



Under 37 C.F.R. 1.84 these drawings 



□ The proposed additional or substitute sheet(Q) of drawings, filed on _ 
examiner. □ disapproved by the examiner (see explanation). 



_ has (have) been □ approved by the 



11. □ The proposed drawing correction, flied on . 



_ has been □ approved. □ disapproved (see explanation). 
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□ been filed In parent application, serial no filed on . [ 
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Applicant's election without traverse of group I in 
Paper No, 6 is acknowledged. 

Claims 1, ll f 21-25 are rejected under 35 U.S.C. 
112, first and second paragraphs , as the claimed 
invention is not described in such full, clear, concise 
and exact terms as to enable any person skilled in the 
art to make and use the same, and/or for failing to 
particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The following reasons apply: 

1 . The phrase "and . . . salts and solvates 
there of " read on plural inventions and on unsupported 
mixtures, singular, alternative language is suggested. 

2 . The composition claim f ai Is to recite an 
intended use . 

The following is a quotation of 35 U.S.C. 103 which 
forms the basis for all obviousness rejections set forth 
in this Office action: 

A patent may not be obtained ^though the invention 
is not identically disclosed or described as set 
forth in section 102 of this title, if the 
differences between the subject matter sought to be 
patented and the prior art are such that the 
subject matter as a whole would have been obvious 
at the time the invention was made to a person 
having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention 
was made . 

Subject matter developed by another person, which 
qualifies as prior art only under subsection (f) 
and (g) of section 102 of this title, shall not 
preclude patentability under this section where the 
subject matter and the claimed invention were, at 
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the time the invention was made, owned by the same 
person or subject to an obligation of assignment to 
t>ie same person. 

Claims 1-5, 11-17, 21-25 are provisionally rejected 

under 35 U.S.C. 103 as being obvious over copending 

application serial number 231, 260. 

Copending application serial number 231,260 has a 
common inventor with the instant application. Based 
upon the earlier effective U.S. filing date of the 
copending application, it would constitute prior art 
under 35 U.S.C. 102(e) if patented. This provisional 
rejection under 35 U.S.C. 103 is based upon a 
presumption of future patenting of the conflicting 
application. 

This provisional rejection might be overcome either 
by a showing under 37 CFR 1.132 that any unclaimed 
invention disclosed in the copending application was 
derived from the inventor of this application and is 
thus not the invention "by another", or by a showing of 
a date of invention prior to the effective U.S. filing 
date of the copending application under 37 CFR 1.131. 

Claims 1-5, 11-17, 21-25 are provisionally rejected 

under the judicially created doctrine of obviousness 

type double patenting as being unpatentable over claims 

1, 2, 4-10, 12-15 are of copending application Serial 

No. 231,260. Although the conflicting claims are not 

identical, they are not patentably distinct from each 

other because they encompass compounds which are 

homologs. Note compounds having n=l and n=3 are homologs 

of compounds in SN 231,260. 

This is a provisional obviousness type double 
patenting rejection because the conflicting claims have 
not in fact been patented. 

The obviousness type double patenting rejection is a 
judicially established doctrine based upon public policy 
and is primarily intended to prevent prolongation of the 
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patent term by prohibiting claims in a second patent not 
patentably distinct from claims in a first patent. In 
re Vogel , 164 USPQ 619 (CCPA 1970). A timely filed 
terminal disclaimer in compliance with 37 CFR 1.321(b) 
would overcome an actual or provisional rejection on 
this ground provided the conflicting application or 
patent is shown to be commonly owned with this 
application. See 37 CFR 1.78(d). 

Any inquiry concerning this communication should be 
directed to Jane T . Fan at telephone number 
703-557-1456 . 
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